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of infringement can go into the prima facie issue
validity of registration for determining the plea
pre liminary ini unc ti on.

The background of the case concerns Marico, the
claimant, claiming to be the registered proprietor of the
trade marks LOSORB and LO-SORB for edible oils.
These registered trade marks were used by Marico along
with primary brands, namely SWEEKAR and SAFFOLA.

Agro Tech, the defendant, was also engaged in the
business of selling edible oil under its trade mark
SUNDROP. In addition, Agro Tech was using "WITH
LOW ABSORB TECHNOLOGY" as a sub-brand. For
purposes of infringement action as well as passing off,
Marico argued that the sub-brand used by Agro Tech is
similar to the registered trade marks LOSORB and
LO-SORB of Marico and therefore it amounts to
infringement justifying preliminary injunction.

The defence taken by Agro Tech was twofold. First,
the registered trade marks LOSORB and LO-SORB are
descriptive marks which describe the characteristic ofthe
edible oil and ifso their registration is prohibited under
s.9(l)(b) of the Act. It further contended that the right to
exclusive use and infringement action contemplated under
s.28 ofthe Act is only available if the registration is valid.
It additionally contended that notwithstanding the issue

of invalidity, Agro Tech has a right to use the impugned
sub-brand under s.30(2)(a) which permits use of a

registered trade mark to describe the character and qualrty
ofthe product.

For ease of reference for the readers, the two
packagings are reproduced in Figure l, below.

Findings
While upholding the decision ofthe single judge declining
an interlocutory injunction, the Division Bench dismissed
the appeal on the following grounds.

LOSORB is not an unusual syntax or juxtaposition of
two English words and hence cannot be considered
distinctive. Both parties were using the competing trade
marks in relation to edible oils which contain an
ingredient/anti-foaming agent which retards the absorption
of oil during the process of frying foodstuff.

LO-SORB is a descriptive expression/adjective and
not a coined word. At best, it is a combination of two
popular English words which are descriptive in nature.
LO-SORB is used by Agro Tech in a functional sense
and normally/ordinarily such an expression is incapable
of being distinctive.

If a descriptive word or expression is not proprietable
then a tweaked word or expression derived by minor
modification of a descriptive word or expression will
continue to be treated as descriptive. Further, such
registration cannot be used to prevent use of a

non-tweaked descriptive word by members of trade on
the ground that it is similar to a tweaked descriptive word
which is registered.

It is high time that those persons who are first offthe
blocks in using a trade mark which is purely a descriptive
expression pertaining to the subject product ought to be
discouraged from approprialing such a descriptive
expression or an expression which is more or less a

descriptive expression. This is in accordance with the
spirit of s.9 which disentitles exclusive ownership of
descriptive expressions.

Merely because the proprietor is first person to adopt
a descriptive trade mark and to file a legal action to
prevent others, this does not establish that it has acquired
distinctiveness if there is evidence of use of that
descriptive trade mark by others in the trade before the
end of the long period essential for establishing the
distinctiveness of the proprietor's mark.

Distinctiveness means such use of the mark with
respect to the goods that the public will immediately and
unmistakably correlate the mark with the source or a

particular manufacturer/owner thereof.
Courts should ordinarily lean against holding for

distinctiveness of a descriptive trade mark unless the use

of such a trade mark over a long period of time of many
years is established.

Though each case will turn on its own facts and, in
some cases, it may be wholly clear even at interim stage

that the mark has acquired distinctiveness, in a majority
ofdecisions distinctiveness can only be established after
evidence is led by the parties.

The assumption of validity of a registered trade mark
according to s.3l(1) of the Act is merely "prima facie"
and not "conclusive", and it is only when a cancellation
proceeding achieves finality upholding the distinctiveness
that it can be held that the mark has acquired distinctive

of
of

Figure I The Marico and Agro Tech packaging
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