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India's vast size makes border enforcement a tough task. But the government is up tatrgchamenqe,

INDIA: BORDER ENFORCEMENT

say Hemant Singh and Mamta Rani Jha of INTTL Advocare, New _Dﬁlhi

Government steps up horder enforcement

measures

ndia has large porous borders, which have been conven-
I tionally used for various unlawful imports including

smuggling of gold, counterfeits and arms. India has a
coastal line of 7600 kilometres and 12 major and 184 minor
ports. It has 12 international airports and a large surface pas-
sage for infiltration. In order to effectively prevent illegal
transit of goods and counterfeits, India not only requires
trained Customs personnel, advanced transportation and
communication equipment, but also stringent enforcement
laws to provide for effective and prompt seizure of infringing
imports.

India, being a signatory of the Trade Related Aspects and
Intellectual Property Rights (TRIPs) Agreement, has an obliga-
tion to provide effective remedies against unlawful import
through the Customs Authorities in accordance with Article
51, 52, 53, 56 and 59 of the Agreement.

The government of India has now pur in place Intellectual
Property Rights (Imported Goods) Enforcement Rules 2007
{or Border Measure Rules) which were notified by the central
government on May 8 2007, exercising its power conferred
under Section 156(1) of the Customs Act 1962 read with
Section 11 of the said Act. These rules are now part of
Customs Act 1962, and provide an interface between the con-
ventional Customs provisions and various IP enactments in
India. These rules have been put in force with effect from
October 29 2007. Unlike the previous Customs provisions,
these rules prohibit import of not only goods bearing false
trade marks or false trade descriptions under the Trademark
Act 1999 or infringement under the Designs Act 2000 but also
prohibit import of goods that violate the Copyright Act 1957,
Patents Act 1970 and the Geographical Indications of Goods
(Registration and Protection) Act 1999.

A smooth-functioning system

India followed the model provisions prescribed by World
Customs Organization (WCO) of May 2004 for national leg-
islation to implement fair and effective border measures con-
sistent with the TRIPs Agreement. The guidelines provided for
a minimum standard to be followed by the government of
India in implementing special border measures. It intends to
modernize the Customs and empower the authorities ade-
quately to prevent unlawful import without compromising on
the judicial review mechanism that could prevent unfair and
abusive exercise of power.

The challenge was to reconcile the role of the Customs
Authority to contribute effectively in the fight against coun-
terfeits and piracy and yet to allow and not to intervene or
hinder the smooth fair trade in legitimate goods. The
Authority needed to incorporate mechanisms and rules that
did not create barriers to international free trade. The Model
Code further recognized and highlighted preventive measures
considering that the holders of the IP rights have the primary
responsibility to take effecrive steps to protect their rights.
Such measures included the registration of trade marks as pre-
scribed by the trade mark law, and submission of enforcement
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In the case of perishable goods, the period of suspension is
reduced to three days (extendable by four days).

After suspension of goods, the right holder is authorized to
examine the suspended goods and also required to provide
samples for examination and analysis to prove whether the
imported goods are infringing. The right holder is also entitled
to request and receive from the Customs Department the name
and address of the importer and other relevant information
relating to the suspended goods.

Room for improvement

If, upon the determination by the Deputy
Commissioner of Customs or Assistant
Commissioner of Customs, as case may
be, it is found that goods detained or
seized have infringed IP rights, and have
been confiscated under Section 111(d) of
the Customs Act 1962, and no legal pro-
ceedings are pending in relation to such
detention, the goods under official supervision are destroyed
or disposed of after obtaining no objection, or the consent of
the right holder. If the right holder does not oppose or react to
the mode -of disposal within 20 days of being informed
(extendable by another 20 days) the right holder shall be
deemed to have concurred with the mode of disposal. The rule
allows re-exportation of goods only in an altered state.

The Rules need ro address the issue and give a timeframe to
either of the parties to approach the court for adjudication as
to whether the suspended goods constitute infringing goods.
The existing provision may even hinder the court’s exercise of

INDIA: BORDER ENFORCEMENT

discretion regarding who should bear the warehouse and
destruction costs upon conclusion of the adjudication.

The Commissioner of Customs has also notified filing of TP
right notices electronically, with a user-friendly web page
available on the Customs web site http://www.icegate.gov.in,
which can also be accessed following the link of
http://www.icegate.gov.in.

Neither the provisions of the existing Customs Act nor the
IP laws provide for suspension of goods under transhipment,
though the Supreme Court of India had recognized that goods,
which are entering into the Indian borders in the form of tran-

The enforcement by the right holders can only
get better and better from here onwards!

shipment, also constitute unlawful import. It is therefore desir-
able that the provisions for suspension of goods under tran-
shipment should also be incorporated under the current
Border Measure Rules.

Though the Border Measure Rules are a good initiative by
the government of India, their implementation is bound to
throw up issues that will require further improvements or
modifications to even out teething troubles. The government
of India needs to be complimented for this initiative. The
enforcement by the right holders can only get better and bet-
ter from here onwards!

INTTL ADVOCARE

Intellectual Property Attorneys

nttladvocare

INTTL ADVOCARE is a law firm based at New Delhi in India, specializing in the field of intellectual property rights
and information technology. It is involved in rendering broad spectrum of professional services pertaining to advisory,
prosecution and enforcement issues in the field of trade marks, copyrights, industrial designs, patents, geographical indi-
cations, monopolies and restrictive trade practices, consumer protection laws etc., since 1991. The law firm has been
involved in significant cases pertaining to issues of infringement and passing off, seizure, criminal raids, Anton Pillar
orders, criminal prosecution, computer software, overlap between IP rights and public domain, damages, domain names,
cyber laws etc. INTTL ADVOCARE has multi-jurisdictional practice, handling IP litigation and prosecution on all India
basis through its associate offices at Mumbai, Chennai, Kolkata, Bangalore and Ahmedabad. INTTL ADVOCARE has
had the privilege of representing some of the biggest and leading brands. The firm also provides services for prosecution
of IP rights in other neighbouring countries in the Asian sub-continent.

D-22, Panchsheel Enclave
New Delhi 110 017

Phone: +91 11 264 98062 / 63 / 64
Fax: +91 11 264 98061

F-252, Sainik Farms
New Delhi 110 062

INDIA E-mail: ipcare@inttladvocare.net INDIA
hemant@inttladvocare.net
DELHI MUMBAI CHENNAI KOLKATA BANGALORE

www.managingip.com
] July/August 2008

105




